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DETAILED ACTION 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent hi the United States. 

Claims 1, 2, 5, 6, 8-13, and 15-19 are rejected under 35 U.S.C. 102(b) as being 
unpatentable over Globerman et al. (U.S. Pat. No. 7,097,648). Globerman et al. discloses the 
following of the claimed invention: an elastomeric sheath (20; col. 10, lines 19-26) having a first 
non-expanded position (Figure 1 A) and a second expanded position (Figures 1C, ID), and 
surrounding an outside portion of a rod (60); a sheath compactor (102); a stopper (408); a 
guiding wire (100); and a second stopper (106). The device may be constructed from shape 
memory and/or elastomeric material, which may form an arcuate shape (col. 10, lines 19-26) and 
would be capable of expanding in a uniform or a non-uniform manner. As the sheath is being 
expanded, it will have a varying distance between the folds, and more folds on one side than the 
other. 

Please note that the claim language "adapted to/for" and "configured to/for" is functional 
language. In order to be given patentable weight, a functional recitation must be supported by 
recitation in the claim of sufficient structure to warrant the presence of the functional language. 
In re Fuller, 1929 CD. 172; 388 O.G. 279. 

Regarding claim 8, the claim language only addresses the intended use of the rod. The 
rod is flexible, and therefore, the ends are inherently fastenable together as broadly claimed. It 
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has been held that a recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 
Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Globerman et al. 
in view of Brumfield et al. (U.S. Pat. No. 6,235,028). Globerman et al. discloses the claimed 
invention except for constructing the rod from a shape-memory material. Brumfield et al. 
teaches a spinal prosthesis that uses a guide, insertion rod which is made of a shape-memory 
material in col. 12, lines 30-57 for the purpose of allowing the rod greater flexibility, while still 
maintaining its original shape. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to construct the rod of Brumfield et al. from a shape- 
memory material in order to give the rod greater flexibility, while still maintaining its original 
shape. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Globerman et al. 
in view of McNamara et al. (U.S. Pat. No. 5,147,370). Globerman et al. discloses the claimed 
invention except for the use of a fastening ring. McNamara et al. teaches a biological prosthesis 
that uses a fastening ring in column 9 for the purpose of securely connecting parts of the device 
together. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to use a fastening ring in order to securely connect parts of the device 
together. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Globerman et al. 
in view of Reiley et al. (U.S. Pat. No. 6,248,1 10). Globerman et al. discloses the invention 
substantially as claimed, however, Globerman does not teach the rod having a removable 
portion. Reiley et al. teaches a biological prosthesis that uses a rod with a removable portion in 
col. 8, lines 52-60 for the purpose of allowing easier use and manipulation of the rod. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the rod of Globerman et al. by making a portion of it removable in order to allow 
easier use and manipulation of the rod. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Globerman et al. 
in view of Scholten et al. (U.S. Pat. No. 4,969,888). Globerman et al. discloses the claimed 
invention except for the use of an anchor. Scholten et al. teaches a vertebral prosthesis that uses 
an anchor in col. 4, lines 55-68 for the purpose of keeping the inserted device in its desired 
location. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use an anchor in order to keep the inserted device in its desired location. 
Response to Arguments 

Applicant's arguments with respect to claims 1-19 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANN SCHILLINGER whose telephone number is (571)272- 
6652. The examiner can normally be reached on Mon. thru Fri. 9 a.m. to 4 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Isabella can be reached on (571) 272-4749. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 3774 
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Primary Examiner, Art Unit 3774 



